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EXAMINER'S ANSWER 



This is in response to the appeal brief filed 7/22/2005 appealing from the Office action 
mailed 3/24/2005. 
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Art Unit: 1771 

(1) Real Party in Interest 

A statement identifying by name the real party in interest is contained in the brief 

(2) Related Appeals and Interferences 

Appellant is aware of no related appeals, interferences, and judicial proceedings 
known to the examiner which may be related to, directly affect or be directly affected by 
or have a bearing on the Board's decision in the pending appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is correct. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection 
contained in the brief is correct. 

(5) Summary of Claimed Subject Matter . . 

The summary of claimed subject matter contained in the brief is correct. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection to be reviewed on appeal is 



(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the brief is correct. 

(8) Evidence Relied Upon 



correct. 



US 5974655 



Lindman et al. 



11-1999 



US 5974655 



Bluem et ai. 



10-2001 



(9) Grounds of Rejection 
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The following ground(s) of rejection are applicable to the appealed claims: 

I. Claims 1 -4, 7 and 8 are rejected under 35 U.S.C. 1 02(b) as anticipated by 

m 

or, in the alternative, under 35 U.S.C. 103(a) as obvious over Lindman et al. (US 

■ ■ 

5974655). 

Lindman's invention relates to simplifying the manner in which a loudspeaker 
(part) is mounted on a circuit board (part) for devices, such as a telephone (an 
electronic device). As shown in Figs. 1 and 2, the loudspeaker is affixed directly to the 
circuit board (1 ) by means of a double-side adhesive annulus (3) (Abstract). The bond 
afforded bv a double ad hesive annulus is sufficiently strong to resist comprehensive 
shaking forces, withou t requiring the assistance of additional fasteners such as screws 
to this end (i.e., the bond strength is capable of resisting shaking forces which would 
have required screw fasteners). Suitable applications include a mobile telephone , etc. 
(column 2, lines 20-44). 

For claim 1 , Lindman is silent about the maximum loss tangent being equal or 
greater than 1 in a frequency region equal or greater than 10 3 Hz. However, since 
Lindman does teach the same subject matter (an electronic device (mobile telephone) 
having a double sided adhesive tape (an annulus tape) affixed to a part (speaker or 
circuit board)), and for the same application (the bond strength is capable to resisting 
shaking forces which would have required screw fasteners) as the instant Invention, in 
the absence of evidence to the contrary, it is the Examiner's position that an electronic 
device comprising a double sided adhesive tape which has a suitable "maximum of loss 
tangent" property is either anticipated, or is obviously provided by practicing the 
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invention of the Lindman. It should be noted that where the claimed and prior art 
products are shown to be identical or substantially identical in structure or composition, 
or are produced by identical or substantially identical processes, a prima facie case of 
either anticipation or obviousness has been established. See MPEP § 21 12.01. 

Similarly, for claims 2, 7 and 8, since Lindman teaches the same subject matter 
and for the same application, in the absence of evidence to the contrary, it is the 

m 

Examiner's position that a double sided adhesive tape having a suitable maximum loss 
tangent at 25°C is either anticipated, or are obviously provided by practicing the 
invention of the Lindman. 

For claims 3 and 4, Lindman expressly teaches that suitable applications include 
a mobile telephone (portable telephone), as set forth above. 

II. Claims 5 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Lindman et al. (US 5974655) in view of Bluem et al. (US 621 4460). 

The teachings of Lindman are again relied upon as set forth above. 

For claim 5, Lindman lacks an express teaching that the adhesive layer 
comprises an acrylic copolymer of an acrylate including an atkyl group having 2-14 
carbon atoms. However, it is noted that Bluem's invention is directed to an adhesive 
composition which can be applied to a selected area of a flexible electrical circuits to be 
used in cellular phones, etc., and the adhesives comprises alkyi acrylate monomers. 
Further, Bluem also expressly teaches that the adhesive is useful for making double 
coated adhesive tapes, and is also useful as a damoino polvmer (column 10, line 53 to 
column 1 1 , line 39). Useful alkyi acrylates for forming the adhesive are unsaturated 
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monofunctional (meth)acry1ic acid esters of non-tertiary alkyl alcohols having from 2 to 
20 carbon atoms in the alkvl moietv . (column 4. lines 27-30). As such, in the absence of 
unexpected results, it would have been obvious to one of ordinary skill in the art to 

■ 

make Lindman's double sided adhesive tape with a suitable adhesive, such as Bluem's 
acrylic adhesive of damping polymer, motivated to provide a damping capable (i.e., 
shock or shaking resistant) bonding for affixing parts of portable electronic devices. It 
should be noted that the selection of a known material based on its suitability for its 
intended use supported a prima facie obviousness determination. See MPEP § 
2144.07. As to the "maximum of loss tangenf property of the adhesive, since the tape 
of Lindman is to provide shock resistance, and Bluem expressly teaches an adhesive 
which has damping property (i.e., capable of absorbing stresses such as shaking, 
shocking, vibration, etc.), the combination of the two disclosures appears to be the 
natural conclusion for successfully practicing Lindman's invention, and it is the 
Examiner's position that the aforementioned property is either anticipated, or obviously 
provided by practicing the inventions of prior art. In other words, the "maximum of loss 
tangenf property of the adhesive appears to be merely an undocumented property. It 
should also be noted that mere recognition of latent undocumented properties in the 
prior art does not render nonobvious an otherwise known invention. MPEP § 2145.11. 

For claim 6, the Examiner repeats that Lindman expressly teaches that suitable 
applications include a mobile telephone (portable telephone), as set forth above. 

(10) Response to Argument 
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First, with respect to Applicants' lengthy arguments at pages 1 1 -21 , reiterating 
the arguments from Appeal Brief filed 1/27/2005, directed to past Office actions prior to 
the last Office action mailed 3/24/2005, the Examiner respectfully notes since the 
prosecution has been reopened to introduce a secondary reference, and new grounds 
of rejection have been stated in Office action mailed 3/24/2005, the reiterated 
arguments appear to be irrelevant 

With respect to Applicants' argument "it is impossible to determine the properties 
of Lindman's annulus, since no details on its preparation are jgiven. As such, there are 
no grounds for concluding that Lindman's annulus has the properties recited in the 
present claims," (Brief, page 22, second full paragraph), the Examiner, first, respectfully 
reminds Applicants that the composition of the adhesive layer is also absent from claim 
1 of instant invention; second, repeats that Lindman does teach the same subject 
matter, which has the same structure, performs the same function (shock resistant 
adhesiveness), and is for the same application, as the instant invention, as set forth 
above. As such, in the absence of evidence to the contrary, it is the Examiner's position 
that an electronic device comprising a double sided adhesive tape which has a suitable 
maximum loss tangent is either anticipated, or is obviously provided by practicing the 
invention of the Lindman. Applicants' argument has no merit to the present rejection. 

With respect to Applicants' argument "the Examiner does not clearly state 

■ 

whether an adhesive layer of Bluem is to replace Lindman's annulus, or is to replace the 
adhesive on Lindman's annulus. Given Lindman's clear indication of annulus 3 as an 
individual component in Fig. 1 and in the text of Lindman, there would seem to be no 
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motivation in Lindman for any substitution of adhesive layer of annulus," (Brief, page 23, 
bottom paragraph), the Examiner repeats, in the absence of unexpected results, it 
would have been obvious to one of ordinary skill in the art to make Lindman's double 
sided adhesive tape with a suitable adhesive, such as Bluem's acrylic adhesive of 
damping polymer, motivated to provide a damping capable (i.e., absorbing stresses 
such as shock, shaking, or vibration, etc.) bonding for affixing parts of portable 
electronic devices. It should be noted that the selection of a known material based on 
its suitability for its intended use supported a prima facie obviousness determination. 
See MPEP § 2144.07. It is also pointed out that since the tape of Lindman is to provide 
shock resistance, the combination of the two disclosures appears to be the natural 
conclusion for successfully practicing Lindman's invention. 

With respect to Applicants' argument "Bluem gives no performance 
characteristics of any kind for these tapes, and in particular does not mention the 
"maximum of loss tangent" mechanical parameters recited in claim 1 ." (Brief, page 24, 

■ 

second paragraph), the Examiner repeats that Bluem expressly teaches that the 
adhesive is useful for making double coated adhesive tapes, and is also useful as a 
damping polymer, as set forth above. As such, in the absence of unexpected results, 
since the tape of Lindman is to provide shock resistance, and Bluem expressly teaches 
an adhesive which has damping property (i.e.. capable of absorbing stresses such as 
shaking, shocking, vibration, etc.), the combination of the two disclosures appears to be 
the natural conclusion for successfully practicing Lindman's invention, and it is the 

a 

Examiner's position that the "maximum of loss tangenf property is either anticipated, or 
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obviously provided by practicing the inventions of prior art. in other words, the 
"maximum of loss tangent" property of the adhesive appears to be merely an 
undocumented property. It should also be noted that mere recognition of latent 
undocumented properties in the prior art does not render nonobvious an otherwise 
known invention. MPEP §2145.11. 

■ 

Applicants' argument "Bluem does not mention a "speaker". Bluem mentions as 
an application: "to provide connection between a flexible printed circuit and a rigid circuit 
such as a flat panel display ..." ... Bluem does mention cell phones ... but mentions 
these specifically as an example where an electrical connection must made to a flexible 
circuit board ... Bluem is specifically directed to connections between flexible electrical 

m 

circuits and rigid circuits. 9 (Brief, page 24, bottom paragraph) has also been carefully 
considered, but is not persuasive. The argument is noted, but not well taken. It is not 
clear how differential^ between the stiffness of the substrates of the prior art leads one 
to conclude the material of Bluem does not dampen as disclosed, or would not function 
in the Lindman device, despite having characteristics desired by Lindman and being 
disclosed for use in the same environment (portable telephone). 

With respect to Applicants' argument "the Examiner has stated that the purpose 
in both references is "resisting shaking forces." While this is mentioned in Lindman ... 
Bluem et al. does not mention "shaking", "shock" or "vibration." ... the Examiner is 
incorrect in stating that Bluem discusses "bonding strength capable [of] resisting 
shaking forces"." (Brief, page 25, second paragraph), the Examiner notes that 
Applicants appear to be confused about the basis of rejection as being relying upon 



Application/Control Number 10/020,947 



Page 9 



Art Unit: 1771 

Bluem individually. The Examiner again asserts that since the tape of Lindman is to 
provide shock resistance, and Bluem expressly teaches an adhesive which has 
damping property (i.e., capable of absorbing stresses such as shaking, shocking, 
vibration, etc.), the combination of the two disclosures appears to be the natural 
conclusion for successfully practicing Lindman's invention, and it is the Examiner's 
position that the aforementioned properties are is either anticipated, or obviously 
provided by practicing the inventions of prior art. . Finally, it should also be noted that 
one cannot show non-obviousness by attacking references individually where the 

* 

rejections are based on combinations of references, and reminds Applicants that it is 
the combined teachings of Lindman in view of Bluem render the instant invention 
obvious, as set forth above. 

(11) Related Proceeding(s) Appendix 

No decision rendered by a court or the Board is identified by the examiner in the 
Related Appeals and Interferences section of this examiner's answer. 

For the above reasons, it is believed that the rejections should be sustained. 
Respectfully submitted, 




Examiner 




Conferees: 



TERREL MORRIS 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 1700 




Carol D. Chaney 



